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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )E<3 Responsive to communication(s) filed on 22 August 2005 . 
2a)EI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 12,4,5, 7-13. 15. 16 and 30-37 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1.2.4.5.7-13.15.16 and 30-3 7 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) [x] The drawing(s) filed on 31 July 2002 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claim Construction 

The preamble of the instant claims have been interpreted to indicate 
intended use and to not give patentable weight to the claimed manipulative method 
steps; note that a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In a claim drawn to a 
process of making, the intended use must result in a manipulative difference as 
compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 1 36 USPQ 458, 459 (CCPA 1 963). 



Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 2, 4, 5, 7-13, 15, 16, 30-37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Vallier, USP 5,226,997 in view of Hotta et al., USP 5,846,477 
or Seng et al., USP 6,652,799 (already of record) for the reasons cited in the previous 
office action. 

The cited primary reference teaches the basic claimed process of providing 
preformed liners for use in a transfer molding process. The detailed method steps 
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include providing a liner made of thermoplastic material that is pliable and of relatively 
uniform thickness, readable on both a film and tape. More than one liner is provided, 
preferably one for the upper mold and one for the lower mold of a transfer molding 
apparatus, as claimed in claims 1, 12. Both liners are pre-shaped to the contour of the 
mold halves to be used, as claimed in claim 9. After shaping, the liners are placed 
within the mold cavity of the transfer mold for a molding procedure. With respect to 
claims 2, 8 and 13, the use of the liners may be immediate, see col. 5, lines 13-15. With 
respect to claims 4, 10 and 15, note that the reference sets forth the molding of the 
liners with peripheral portions 18 and 18', with sealing surface 16 and 16', which are 
indentations that are shaped into the liner during molding; such is deemed readable on 
the claimed step of embossing and stamping. See col. 3, lines 20-35, 65-67; col. 4, 
lines 1-37, 55-67; col. 5, lines 10-15, 40-55. 

The cited primary reference does not set forth the use of the liners in a transfer 
molding process for molding electronic devices or vacuum holding the liner. 

Both of the added secondary references teach as conventional the use of release 
films in an electronic device encapsulation molding process and vacuum holding 
means. The detailed method steps include providing release films on the upper and 
lower molding dies of a transfer molding apparatus, providing a semiconductor device 
within the molding cavity and encapsulating the device within the mold cavity. In USP 
5,846,477, the method includes using a film having an elongation property that prevents 
the film from breaking during molding, and the vacuum for holding the film against the 
molding surface as shown in figures 5A-5F. See col. 8, lines 18-63. In USP 6,652,799, 
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the method includes use of vacuum to retain the films on the mold surface, which may 
be reversed for ejecting the molded product from the cavity. See col. 5, line 15 to col. 6, 
line 50. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use any conventional transfer molding process including that of 
encapsulating an electronic device as shown in the added references, when using the 
preformed transfer mold liners set forth in the primary reference, as the process lends 
itself to any transfer mold application wherein mold flash is prevented. To further 
include the use of vacuum holding means would have further been obvious to one of 
ordinary skill in the art at the time the invention was made for holding the films on the 
mold surface as shown in both added references. 

With respect to the claimed feature of cutting the film, note that such is well know 
in the art for singulating a sheet of plural parts, and it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to so form individual pre- 
formed liner sheets. 

With respect to the claimed silicone latex coated paper, note that such materials 
are conventional in the molding art, and the added references disclose any suitable film 
for performing the mold releasing feature can be used, and such includes composite 
films of conventional material as claimed. See col. 6, lines 13-20 of USP 6,652,799 or 
col. 3, lines 25-35 of USP 5,846,477. 
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Response to Arguments 

Applicant's arguments filed August 22, 2005 have been fully considered but they 
are not persuasive. 

Applicant argues that the Vallier reference uses a preformed film and does not 
need the vacuum force taught in the added references, and also that Vallier teaches a 
pre-formed assembly that does not require use of vacuum forces. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the added 
references teach the use of vacuum holding for more precise positioning of the film or 
pre-form in the mold. One of ordinary skill would have been motivated to so include 



Application/Control Number: 10/066,245 Page 6 

Art Unit: 1732 

vacuum forces for achieving the improved holding or positioning within the mold cavity 
as claimed. 

The limitations of claim 7 are fully addressed in the prior art combination set forth 
above; particularly, With respect to claim 10 (which includes claim 7 as it depends 
therefrom), note that the reference sets forth the molding of the liners with peripheral 
portions 18 and 18', with sealing surface 16 and 16', which are indentations that are 
shaped into the liner during molding; such is deemed readable on the claimed step of 
embossing and stamping. See col. 3, lines 20-35, 65-67; col. 4, lines 1-37, 55-67; col. 
5, lines 10-15, 40-55. 

Claim 37 is set forth in the added references, see USP 5,846,477, wherein the method 
includes using a film having an elongation property that prevents the film from breaking 
during molding, and the vacuum for holding the film against the molding surface as 
shown in figures 5A-5F. See col. 8, lines 18-63. In USP 6,652,799, the method 
includes use of vacuum to retain the films on the mold surface, which may be reversed 
for ejecting the molded product from the cavity. See col. 5, line 15 to col. 6, line 50. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angela Ortiz whose telephone number is 571-272-1206. 
The examiner can normally be reached on Monday-Thursday 9:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Colaianni can be reached on 571-272-1 196. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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